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Participation of Japan



Background of Japan’s Accession to the Geneva Act

The number of design applications being filed overseas by
Japanese companies showed an increasing trend reflecting
economic globalization

@ Companies that had increased the number of design applications filed overseas in the last decade : 61%
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1 Acquisition of design rights in multiple countries based on one application 84.7%
2 Multiple designs in one application 57.9%
3 Centralized administration of design rights (International register) 56.5%
4 First office action within six (twelve) months 30.2%
5 One language, no translation required 29.7%

(multiple answers allowed)



Expectations from Japanese Industry

Article 7(2) Individual fee in respect of a designation and a renewal under the
1999 Act

Article 13(1) Requirement of unity of design

Article 17(3)(c) | Maximum duration of protection under the national law

- 20 years from the date of the registration of the establishment of a
design right in Japan.

Rule 9(3)(a) Certain views of the design required

- where the product which constitutes the industrial design is three-
dimensional, a front view, a back view, a top view, a bottom view, a left
side view and a right side view, each made in compliance with the
method of orthographic projection, are required.

Rule 18(1)(b) Extension to 12 months of the refusal period

Rule 18(1)(c)(ii) | Date of effect of the international registration

- where a decision regarding the grant of protection was unintentionally
not communicated within the period of 12 months from the publication of
the international registration, the international registration shall produce
the effect referred to in Article 14(2)(a) of the 1999 Act at a time at which
protection is granted according to the Design Act of Japan.




Expectations from Japanese Industry

Type of declaration Member states that made corresponding declaration
Art.4(1){b) Prohibition of filing through the Office OA, HR, EM, FR, LV, MC, ME, SI, MK, UA, GB
Art.5(2)(b)(i) Identity of the creator as additional mandatory content RO
Art.5(2)(b)(ii) Brief description as additional mandatory content RO, SY
Art_5(2)(b)iii) Claim as additional mandatory content us
Art.7(2) Individual fee in respect of a designation/renewal 0OA, EM, HU, JP, KG, KR, MD, RU, US
Rule 12(3) Individual designation fee payable in two parts us
Art_11(1)a) Deferred publication for a period less than 30 months [18m] SG [12m] OA, BN, KH, HR, EE, 51, 5Y, GB [6m] DK, FI , NO
Art_11(1)(b) No deferment of publication HU, IS, MC, PL, RU, UA, US
Art_13(1) Requirement of unity of design EE, JP, KG, RO, RU, 5Y TJ, US
Art 14(3)(a) Prohibition of self-designation -
Art.16(2) No effect of change in ownership until specified OA, DK, KR, RU, US
statements or documents are received by the Office
Art_19(1) Common Office of several States (BE), (LU)
Rule 8(1)(a)(i) Special requirements conceming the applicant FI, GH, HU, IS
Rule 8(1)(a)(i)  Special requirements conceming the creator us
Rule 9(3)(a) Certain views of the design required JP, KR
Rule 12(1)(c)(i)  Level of standard designation fee — levels two and [Level 2] BG, KH, HR, DK, EE, DE, LV, MA, NO, PL, CH, TN, UA
three [Level 3] BN, KP, FI, GE, GH, 15, LT, KR, RO, RS, SY, TJ
Rule 13(4) Security clearance RU, US
Rule 18(1)(b) Extension to 12 months of the refusal period KP, Fl, 1S, JP, KG, LT, KR, MD, RO, RU, ES, SY, TR, US
Rule 18(1)(c)(i)  Date of effect of the international registration RU, TR, US
Rule 18(1)(c)(ii) Date of effect of the international registration JP, KR, US
Rule 17(3)(c) Maximum duration of protection provided by the law [Omitted]



Issues Considered in Acceding to the Geneva Act

Issues
International registration containing multiple designs

Deferment of publication

Application to international applications
Exceptions to lack of novelty
Partial design
Related design

Secret design

Publication of gazettes and administration of the design
register

Payment of fees (Individual designation fee)

Self designation
Indirect filing through the JPO

Right to compensation after the international publication

Solutions

Deemed as multiple applications filed for each design
contained in the international registration

Permit max. 30 months

Applicable
Applicable
Applicable
Not applicable

Publish design gazettes and maintain the design register in
Japan

One-time payment (Payment in two parts NOT applicable)
(In case of refusals, the amount which is equivalent to the registration
fee may be refunded.)

Applicable

Applicable

Newly introduced



Accepting International Applications in Japan

An international application designating Japan under the Geneva
Act of the Hague Agreement is, provided that international
registration and publication have been made therefor, deemed to
be an application for design registration in Japan filed on the
date of the international registration.

These international applications (international registrations) will
be treated in the same manner as regularly-filed national
applications in the subsequent procedures based on the
provisions of the Design Act.

In Japan

Deemed as anational

International Application for Design Registration

arnas onal anplica _.‘
Registration
&
Publication :
[Designated Contracting Party]
Japan.EU, « - -



International Registrations with Multiple Designs

International registration

One design/one application

In accordance with the provision of the Design Act, an international registration
containing two or more designswill be deemed as two or more domestic
applicationsthose filed for respective designs contained in the international
registration.(There is no need for the holder to divide the international
registration before the JPO.)

Consequently, any procedure before the JPO will be undertaken by not for the
International registration as a whole but for each design contained in the
International registration.

Substantive examination is also carried out independently on each design.



Priority Claim / Exception to Lack of Novelty

1. Priority claim

» Priority claim must be made at the time of filing of an |
international application. e T

» Where a priority claim was made in the international —
application, an original copy of the certified priority
document must be submitted to the JPO within three N Netos
months from the date of publication of the ~. ©
international registration.

2. Exception to Lack of Novelty (Grace period)
» Declaration is necessary for claiming exception to lack of novelty.

» Declaration may be made either in the international application or by
submitting a relevant document to the JPO within 30 days from the
date of publication of the international registration.

» Where declaration was made, a certificate must be submitted to the
JPO within 30 days from the date of publication of the international
registration.



Issues Considered in Acceding to the Geneva Act

Related design system is designed for better protection of
variation designs and is the exception to the first-to-file rule.

Expansion and clarification of the scope of design right =,
p € - E P gnng "f [Indication of praduct] Main body of an electric vacuum cleansr
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Where a design which is the subject of an application™ is similar
to the design in another application™ filed on the same date or
earlier™™* (called “principal design™), and where both applications
are filed by the same applicant, the former design may be

registered as a related design in relation to the principal design.
* Only national application including an international registration designating Japan.
** An application for a related design must be filed on or after the filing date of the
principal design and before the date of its publication in the design bulletin.
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Issues Considered in Acceding to the Geneva Act

The maximum duration of a design right in Japan is 20 years
from the date of the registration of the establishment of a design
right in Japan(not from the date of the international registration).

1 Hyears 5 years 5 years 5 years Individual designation fee

i need not to be paid.
WIPO-IB NYY\’

International 1%t Renewal 2m Renewal 34 Renewal 4 Renewal
Registration :
PO ——— —9
{Design Right i i .
based on
International
Registration)

In the following cases, the individual designation fee may be partially refunded
upon request to the JPO;

Where the examiner’s decision or trial decision of refusal has become final
and binding in Japan, or

Where the application deriving from an international registration has been

deemed withdrawn and such an application does not exist any longer. (e.g.
renunciation and/or limitation of the international registration in respect of Japan, etc.)

Establishment of QDMyears Expiration of
Design Right (Max.) Design Right
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Issues Considered in Acceding to the Geneva Act

With regard to the design contained in an international
registration, upon registration of establishing a design right in
Japan, the holder may also claim for compensation against a
person who has worked the design or deign(s) similar thereto as
a business after the publication of the international registration
and prior to the registration of establishing a design right.

'Y

I Protection by the right to claim I I Protection by the design right
for compensation
v v v .
International International Establishment of
application/ publication a design right
international (design right

registration becomes effective)
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Grants and Refusals

During the period from May 13, 2015 to September 30, 2017,
Number of grants (statement of grant of protection as FA): 914
Number of refusals (notification of refusal as FA): 2,201

Average office action period: 6.4 months
“Industrial applicability” and “novelty” are two major grounds for refusal.

Breakdown of the refusals by ground

Creative difficulty 2%
Grants / Refusals Others 0.4%

Two or more designs 2% |

Related design 3%
Indication of product 11%

Grants
29%
Prior application Industrial
Refusals 13% applicability
71% 53%

Novelty
16%

\Applicams can submit written opinion
and/or amendment against the notice 13
of refusal. Source: JPO internal statistics



Substantive Examination at the JPO

Main subject matters of examination

Criteria for examination

Conditions for design registration
(Article 3 of the Design Act)

Industrial applicability

Whether the design is industrially applicable.
(Whether the design is specific in both “article” and “appearance”.)

Novelty (incl. similarity)

Whether the design is new.
(Whether the design is identical with or similar to a publicly known
design.)

Creativity

Whether the design is one that could be easily created by a person
ordinarily skilled in the art of the design.

Conditions for design registration
(Article 3bis)

Whether the design is identical with or similar to a part of a design in a
prior application.

Unregistrable designs
(Article 5)

Whether the design is eligible for protection in consideration of public
interest, etc.

One application per design
(Article 7)

Whether only one design based on an appropriate article is claimed in
one application.

Prior application (First-to-file rule)
(Article 9)

Whether the design application was filed at the earliest among those
containing same or similar designs.

Related designs (Exception to the first-
to-file rule) (Article 10)

Whether the design is similar to only the other design (principal design)
which was selected from the applicant's own designs filed on the same
date or earlier.
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National Procedures after the International Publication

Applicant/Holder WIPO

JPO

International application

Receipt / Examination (formality)

International registration

Publication

Copy of the notification ] Notification of refusal
(Record in the International Register)
i

[ Decision of refusal ]_—[ Decision of refusal]
R

Appeal against the
Decision of registration

Statement of grant of protection Registration
Copy of the statement (Record in the International Register) (establishment of a design right)

o

Certificate of design registration M

-

[ Publication of Design Bulletin

15



Basic Procedures concerning International Registration

Produces the same effect as Regarded as the date from which
a regularly-filed national the period for communicating a
application in the designated notification of refusal to the IB is
contracting party counted (6 or 12 months)

Receipt of int. International International Recording in
application registration publication the Int. register

N AN /
N N
Formality 3 optional publication timings
- Immediate after registration
- Deferment (up to 30 months) Substantive examination
(within 12 months)
AL
) _ a ™
[National Office
of the designated J PO $
confracting party] V
Recelpt of Receipt .Df copy Grant/Refusal
confidential copy of publication
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Substantive Examination at the JPO

Main subject matters of examination

Criteria for examination

Conditions for design registration
(Article 3 of the Design Act)

Industrial applicability

Whether the design is industrially applicable.
(Whether the design is specific in both “article” and “appearance”.)

Novelty (incl. similarity)

Whether the design is new.
(Whether the design is identical with or similar to a publicly known
design.)

Creativity

Whether the design is one that could be easily created by a person
ordinarily skilled in the art of the design.

Conditions for design registration
(Article 3bis)

Whether the design is identical with or similar to a part of a designin a
prior application.

Unregistrable designs

Whether the design is eligible for protection in consideration of public

(Article 5) interest, etc.
One application per design Whether only one design based on an appropriate article is claimed in
(Article 7) one application.

Prior application (First-to-file rule)
(Article 9)

Whether the design application was filed at the earliest among those
containing same or similar designs.

Related designs (Exception to the first-
to-file rule) (Article 10)

Whether the design is similar to only the other design (principal design)
which was selected from the applicant's own designs filed on the same
date or earlier.
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Reproduction (Drawing)

Reproductions for a three-dimensional product

Six views (a front view, a back view, a top view, a bottom view,
a left side view and a right side view)

Method of orthographic projection

Same scale (recommended)

Legend for each view (e.g. “top”, “bottom”, ”perspective”, etc.)

Japan has made a declaration under Rule 9(3) of the Common Regulations concerning “specific views required”.

Top Top O
Back

L Right Left Front Right Back

Left— /
P
/
Front T —

Bottom

£d

The design is represented by only
Bottom | one view.




Reproduction (Drawing)

Ambiguity in appearance must be avoided.
Even with six views, there might be possibilities of two or more different shapes.

8 oY PPERR S

Top

Depending on the actual shape, additional views are necessary to fully disclose
the design.

Top
N i ; - Perspective view
Cross-sectional view Cross-sectional view {frant, top, right
sectioned vertically atthe sectioned vertically at the side)

center of the front view center of the right side view

<
/ and/or @@
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Reproduction (Drawing)

Reproductions shall be made in compliance with the orthographic projection

method.

For proper understanding of the characteristic feature(s) e.g. proportion
between length and breadth, actual shape of a characteristic part, position of

a pattern, etc.

Perspective views from random directions might not accurately represent the

design.

Perspactive 1 Perzpactive 2

N
[Indication of product]

Table lamp
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[Description]

The back view is omitted because it is the same
as the front view. The left side view is omitted
because it is a mirror image of the right side view.

Right Bottom
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Disclaimer

A design with an expression of disclaimer may be understood as a “partial
design” (design of a part of an article) in Japan.

Partial design protection would be more effective for the elimination of sly
Imitations.

Design right (Entire design)

(G Ineffective

Design right (Partial design)
Effective

S

DM/076606 (Design No. 6 )

DM/072618 (Design No. T) DM/081639 (Design No. 2)
‘Mo protection is sought for the “The broken line disclosure (head) “the blue marked pans are not coming
features of the designs indicated by does not form part of the claimed inta the scope of the industrial design
broken lines, shown in the design” (disclaimer)” 21

representations”




Description

Shading, dots, or parallel thin lines may be provided in the representations to
represent relief or contours of surfaces of a three-dimensional product.

In these cases, the purpose of these expressions shall be clearly stated in the
description in order to avoid any confusion with patterns and/or colors on the

surfaces.

Perspective

[Description]

The dots in the representation represent contours
only and do not illustrate an ornamentation or
decoration on the surface of the product.

o\

I,
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Indication of Product

Under the Japanese Design Act, indication of product (article to the design) has a close
link with the scope of protection conferred by a design right.

Consequently, an indication of product that represents an ambiguous concept (entails
broader concept) than those prescribed in the national regulation would not be allowed
as legitimate indication of product.

X

Furniture > Sideboard

Both “final product” and “component part” are equivalent to an article, which is
tradeable on the market.

“Partial design” (= design of a part of an article)is different from “design of a
component part” (= design of an entire article).

In the case of “partial design” application, the name of the entire article shall be stated

as the indication of product.
Design of a part m

of an article

Design of an
entire article

[Indication of product]
Passenger car

[Indication of product]
Passenger car [Indication of product] x

Front part of passenger car



Application for International Registration
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Application for International Registration
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(19) [BRITE] AFEEHT (JP)

(45) [RfTE] FH28%F3A14H (2016. 3. 14)

(12) [2HgER) SELH (5)

(11) (BRBE)BFEERS15459528(D1545952)

(24) [BEH) FW28E2H12H (2016. 2. 12)

(54) [BECHSM%] Handbags

(54) [BECRIMBOR (BE) ] nrFrivsd

(52) [EEZE] B4—10

(51) [EBEESE) Loc (10)C1. 3—-01

[D#—L] B4—10CC

(21) [HESS) BE2015-500147 (D2015—500147)

(11) [AREREES]) DM/ 087143

[(BEZZ) 6

(15) (22) [HERA (EXEEA) ] ¥FK27E6A50 (2015, 6. 5)

(45) [EEAEA) FX27E8HA14H (2015, 8. 14)

(72) [BIfEE]

[E#) Thomas Rudolf Maier

[ERiXIiER) 630 NE 8th Street, 33483 DELRAY BEACH, Uni
ted States of America

(73) [BE#SE)

[E&Xid2#H) BOTTEGA VENETA SA

[EFmXIEEM] Via Industria, 19, CH-6814 CADEMPINO, Switz
erland

[(BEE]) Lk #

(55) [BED#M] 6. 1) Perspective; 6. 2) Front; 6. 3) Back;, 6
. 4) Right; 6. 5) Left; 6. 6) Top; 6. 7) Bottom

(55) [BFOHMAOE (BE) 16. 1) #EAK: 6. 2) FEK,; 6. 3) HmE: 6. 4) G
mH; 6. 5) AB@EE; 6. 6) F@mE, 6. 7) EmH
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Geneva Act (1999) and Common Regulations (abstract)



Article 5: Contents of the International Application (Geneva Act of July 2, 1999)

Article 5
Contents of the International Application

(1) [Mandatory Contents of the International Application] The international application shall be in
the prescribed language or one of the prescribed languages and shall contain or be accompanied by
(i) a request for international registration under this Act;

(i1) the prescribed data concerning the applicant;

(iii) the prescribed number of copies of a reproduction or, at the choice of the

applicant, of several different reproductions of the industrial design that is the subject of the
international application, presented in the prescribed manner; however, where the industrial design is
two-dimensional and a request for deferment of publication is made in accordance with paragraph
(5), the international application may, instead of containing reproductions, be accompanied by the
prescribed number of specimens of the industrial design;

(iv) an indication of the product or products which constitute the industrial design or in relation to
which the industrial design is to be used, as prescribed;

(v) an indication of the designated Contracting Parties;

(vi) the prescribed fees;

(vii) any other prescribed particulars.



Article 5: Contents of the International Application (Geneva Act of July 2, 1999)

(2) [Additional Mandatory Contents of the International Application] (a) Any Contracting Party
whose Office is an Examining Office and whose law, at the time it becomes party to this Act, requires
that an application for the grant of protection to an industrial design

contain any of the elements specified in subparagraph (b) in order for that application to be accorded
a filing date under that law may, in a declaration, notify the Director General of those elements.

(b) The elements that may be notified pursuant to subparagraph (a) are the following:

(i) indications concerning the identity of the creator of the industrial design that is the subject of that
application;

(i1) a brief description of the reproduction or of the characteristic features of the industrial design that
IS the subject of that application;

(i) a claim,

(c) Where the international application contains the designation of a Contracting Party that has made
a notification under subparagraph (a), it shall also contain, in the prescribed manner, any element that
was the subject of that notification.

(3) [Other Possible Contents of the International Application] The international application may
contain or be accompanied by such other elements as are specified in the Regulations.

(4) [Several Industrial Designs in the Same International Application] Subject to such conditions as
may be prescribed, an international application may include two or more industrial designs.

(5) [Request for Deferred Publication] The international application may contain a request for
deferment of publication.



Article 7: Designation Fees (Geneva Act of July 2, 1999)

Article 7
Designation Fees

(1) [Prescribed Designation Fee] The prescribed fees shall include, subject to paragraph (2), a
designation fee for each designated Contracting Party.

(2)1 [Individual Designation Fee] Any Contracting Party whose Office is an Examining Office and
any Contracting Party that is an intergovernmental organization may, in a declaration, notify the
Director General that, in connection with any international application in which it is designated, and
in connection with the renewal of any international registration resulting from such an international
application, the prescribed designation fee referred to in paragraph (1) shall be replaced by an
individual designation fee, whose amount shall be indicated in the declaration and can be changed in
further declarations. The said amount may be fixed by the said Contracting Party for the initial term
of protection and for each term of renewal or for the maximum period of protection allowed by the
Contracting Party concerned.

However, it may not be higher than the equivalent of the amount which the Office of that Contracting
Party would be entitled to receive from an applicant for a grant of protection for an equivalent period
to the same number of industrial designs, that amount being diminished by the savings resulting from
the international procedure.

(3) [Transfer of Designation Fees] The designation fees referred to in paragraphs (1) and (2) shall be
transferred by the International Bureau to the Contracting Parties in respect of which those fees were
paid.



Article 8: Correction of Irregularities (Geneva Act of July 2, 1999)

Article 8
Correction of Irregularities

(1) [Examination of the International Application] If the International Bureau finds that the
international application does not, at the time of its receipt by the International Bureau, fulfill the
requirements of this Act and the Regulations, it shall invite the applicant to make the required
corrections within the prescribed time limit.

(2) [Irregularities Not Corrected] (a) If the applicant does not comply with the invitation within the
prescribed time limit, the international application shall, subject to subparagraph (b), be considered
abandoned.

(b) In the case of an irregularity which relates to Article 5(2) or to a special requirement notified to
the Director General by a Contracting Party in accordance with the Regulations, if the applicant
does not comply with the invitation within the prescribed time limit, the international application
shall be deemed not to contain the designation of that Contracting Party.



Article 9: Filing Date of the International Application (Geneva Act of July 2, 1999)

Article 9
Filing Date of the International Application

(1) [International Application Filed Directly] Where the international application is filed directly
with the International Bureau, the filing date shall, subject to paragraph (3), be the date on which
the International Bureau receives the international application.

(2) [International Application Filed Indirectly] Where the international application is filed through
the Office of the applicant s Contracting Party, the filing date shall be determined as prescribed.
(3) [International Application with Certain Irregularities] Where the international application has,
on the date on which it is received by the International Bureau, an irregularity which is prescribed
as an irregularity entailing a postponement of the filing date of the international application, the
filing date shall be the date on which the correction of such irregularity is received by the
International Bureau.



Article 10: International Registration, Date of the International Registration,
Publication and Confidential Copies of the International Registration (Geneva Act of July 2, 1999)

Article 102

International Registration, Date of the International Registration, Publication and Confidential
Copies of the International Registration

(1) [International Registration] The International Bureau shall register each industrial design that
Is the subject of an international application immediately upon receipt by it of the international
application or, where corrections are invited under Article 8, immediately upon receipt of the
required corrections. The registration shall be effected whether or not publication is deferred under
Article 11.

(2) [Date of the International Registration] (a) Subject to subparagraph (b), the date of the
international registration shall be the filing date of the international application.

(b) Where the international application has, on the date on which it is received by the International
Bureau, an irregularity which relates to Article 5(2), the date of the international registration shall
be the date on which the correction of such irregularity is received by the International Bureau or
the filing date of the international application, whichever is the later.

(3) [Publication] (a) The international registration shall be published by the International Bureau.
Such publication shall be deemed in all Contracting Parties to be sufficient publicity, and no other
publicity may be required of the holder.

(b) The International Bureau shall send a copy of the publication of the international registration to
each designated Office.



Article 10: International Registration, Date of the International Registration,
Publication and Confidential Copies of the International Registration (Geneva Act of July 2, 1999)

(4) [Maintenance of Confidentiality Before Publication] Subject to paragraph (5) and Article
11(4)(b), the International Bureau shall keep in confidence each international application and each
international registration until publication.

(5) [Confidential Copies] (a) The International Bureau shall, immediately after registration has been
effected, send a copy of the international registration, along with any relevant statement, document or
specimen accompanying the international application, to each Office that has notified the
International Bureau that it wishes to receive such a copy and has been designated in the
international application.

(b) The Office shall, until publication of the international registration by the International Bureau,
keep in confidence each international registration of which a copy has been sent to it by the
International Bureau and may use the said copy only for the purpose of the examination of the
international registration and of applications for the protection of industrial designs filed in or for
the Contracting Party for which the Office is competent. In particular, it may not divulge the contents
of any such international registration to any person outside the Office other than the holder of that
international registration, except for the purposes of an administrative or legal proceeding involving
a conflict over entitlement to file the international application on which the international registration
Is based. In the case of such an administrative or legal proceeding, the contents of the international
registration may only be disclosed in confidence to the parties involved in the proceeding who shall
be bound to respect the confidentiality of the disclosure.



Article 12: Refusal (Geneva Act of July 2, 1999)

Article 12
Refusal

(1) [Right to Refuse] The Office of any designated Contracting Party may, where the conditions for
the grant of protection under the law of that Contracting Party are not met in respect of any or all of
the industrial designs that are the subject of an international registration, refuse the effects, in part or
in whole, of the international registration in the territory of the said Contracting Party, provided that
no Office may refuse the effects, in part or in whole, of any international registration on the ground
that requirements relating to the form or contents of the international application that are provided
for in this Act or the Regulations or are additional to, or different from, those requirements have not
been satisfied under the law of the Contracting Party concerned.

(2) [Notification of Refusal] (a) The refusal of the effects of an international registration shall be
communicated by the Office to the International Bureau in a notification of refusal within the
prescribed period.

(b) Any notification of refusal shall state all the grounds on which the refusal is based.

(3) [Transmission of Notification of Refusal; Remedies] (a) The International Bureau shall, without
delay, transmit a copy of the notification of refusal to the holder.

(b) The holder shall enjoy the same remedies as if any industrial design that is the subject of the
international registration had been the subject of an application for the grant of protection under the
law applicable to the Office that communicated the refusal. Such remedies shall at least consist of the
possibility of a re-examination or a review of the refusal or an appeal against the refusal.

(4)3 [Withdrawal of Refusal] Any refusal may be withdrawn, in part or in whole, at any time by the
Office that communicated it.



Rule 18: Notification of Refusal (Common Regulations Under the 1999 Act )

Rule 18
Notification of Refusal

(1) [Period for Notification of Refusal] (a) The prescribed period for the notification of refusal of the
effects of an international registration in accordance with Article 12(2) of the 1999 Act or Article
8(1) of the 1960 Act shall be six months from the publication of the international registration as
provided for by Rule 26(3).

(b) Notwithstanding subparagraph (a), any Contracting Party whose Office is an Examining Office,
or whose law provides for the possibility of opposition to the grant of protection, may, in a
declaration, notify the Director General that, where it is designated under the 1999 Act, the period of
six months referred to in that subparagraph shall be replaced by a period of 12 months.

(c) The declaration referred to in subparagraph (b) may also state that the international registration
shall produce the effect referred to in Article 14(2)(a) of the 1999 Act at the latest

(i) at a time specified in the declaration which may be later than the date referred to in that Article but
which shall not be more than six months after the said date or

(i) at a time at which protection is granted according to the law of the Contracting Party where a
decision regarding the grant of protection was unintentionally not communicated within the period
applicable under subparagraph (a) or (b); in such a case, the Office of the Contracting Party
concerned shall notify the International Bureau accordingly and endeavor to communicate such
decision to the holder of the international registration concerned promptly thereafter.



Rule 18: Notification of Refusal (Common Regulations Under the 1999 Act )

(2) [Notification of Refusal] (a) The notification of any refusal shall relate to one international
registration, shall be dated and shall be signed by the Office making the notification.

(b) The notification shall contain or indicate

(i) the Office making the notification,

(i1) the number of the international registration,

(i1i) all the grounds on which the refusal is based together with a reference to the corresponding
essential provisions of the law,

(iv) where the grounds on which the refusal is based refer to similarity with an industrial design
which has been the subject of an earlier national, regional or international application or registration,
the filing date and number, the priority date (if any), the registration date and number (if available), a
copy of a reproduction of the earlier industrial design (if that reproduction is accessible to the public)
and the name and address of the owner of the said industrial design, as provided for in the
Administrative Instructions,

(v) where the refusal does not relate to all the industrial designs that are the subject of the
international registration, those to which it relates or does not relate,

(vi) whether the refusal may be subject to review or appeal and, if so, the time limit, reasonable under
the circumstances, for any request for review of, or appeal against, the refusal and the authority to
which such request for review or appeal shall lie, with the indication, where applicable, that the
request for review or the appeal has to be filed through the intermediary of a representative whose
address is within the territory of the Contracting Party whose Office has pronounced the refusal, and
(vii) the date on which the refusal was pronounced.



Rule 18: Notification of Refusal (Common Regulations Under the 1999 Act )

(3) [Notification of Division of International Registration] Where, following a notification of refusal
in accordance with Article 13(2) of the 1999 Act, an international registration is divided before the
Office of a designated Contracting Party in order to overcome a ground of refusal stated in that
notification, that Office shall notify the International Bureau of such data concerning the division as
shall be specified in the Administrative Instructions.

(4) [Notification of Withdrawal of Refusal] (a) The notification of any withdrawal of refusal shall
relate to one international registration, shall be dated and shall be signed by the Office making the
notification.

(b) The notification shall contain or indicate

(i) the Office making the notification,

(i1) the number of the international registration,

(i11) where the withdrawal does not relate to all the industrial designs to which the refusal applied,
those to which it relates or does not relate,

(iv) the date on which the international registration produced the effect as a grant of protection under
the applicable law, and

grant of protection under the applicable law, and

(v) the date on which the refusal was withdrawn.

(c) Where the international registration was amended in a procedure before the Office, the
notification shall also contain or indicate all amendments.

(5) [Recording] The International Bureau shall record any notification received under paragraph

(1) (c)(ii), (2) or (4) in the International Register together with, in the case of a notification of refusal,
an indication of the date on which the notification of refusal was sent to the International Bureau.
(6) [Transmittal of Copies of Notifications] The International Bureau shall transmit copies of
notifications received under paragraph (1)(c)(ii), (2) or (4) to the holder.



Rule 18: Notification of Refusal (Common Regulations Under the 1999 Act )

Rule 18bis
Statement of Grant of Protection

(1) [Statement of Grant of Protection Where No Notification of Refusal Has Been Communicated] (a)
An Office which has not communicated a notification of refusal may, within the period applicable
under Rule 18(1)(a) or (b), send to the International Bureau a statement to the effect that protection
Is granted to the industrial designs, or some of the industrial

designs, as the case may be, that are the subject of the international registration in the Contracting
Party concerned, it being understood that, where Rule 12(3) applies, the grant of protection will be
subject to the payment of the second part of the individual designation fee.

(b) The statement shall indicate

(i) the Office making the statement,

(i) the number of the international registration,

(iii) where the statement does not relate to all the industrial designs that are the subject of the
international registration, those to which it relates,

(iv) the date on which the international registration produced or shall produce the effect as a grant of
protection under the applicable law, and

(v) the date of the statement.

(c) Where the international registration was amended in a procedure before the Office, the statement
shall also contain or indicate all amendments.

amendments.



Rule 18: Notification of Refusal (Common Regulations Under the 1999 Act )

(d) Notwithstanding subparagraph (a), where Rule 18(1)(c)(i) or (ii) applies, as the case may be, or
where protection is granted to the industrial designs following amendments in a procedure before the
Office, the said Office must send to the International Bureau the statement referred to in
subparagraph (a).

(e) The applicable period referred to in subparagraph (a) shall be the period allowed pursuant to Rule
18(2)(c)(i) or (i), as the case may be, to produce the effect as a grant of protection under the
applicable law, with respect to a designation of a Contracting Party having made a declaration under
either of the aforementioned Rules.
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(2) [Statement of Grant of Protection Following a Refusal] (a) An Office which has communicated a
notification of refusal and which has decided to either partially or totally withdraw such refusal, may,
instead of notifying a withdrawal of refusal in accordance with Rule 18(4)(a), send to the
International Bureau a statement to the effect that protection is granted to the industrial designs, or
some of the industrial designs, as the case may be, that are the subject of the international registration
in the Contracting Party concerned, it being understood that, where Rule 12(3) applies, the grant of
protection will be subject to the payment of the second part of the individual designation fee.

(b) The statement shall indicate

(i) the Office making the notification,

(i1) the number of the international registration,

(ii1) where the statement does not relate to all the industrial designs that are the subject of the
international registration, those to which it relates or does not relate,

(iv) the date on which the international registration produced the effect as a grant of protection under
the applicable law, and

(v) the date of the statement.

(c) Where the international registration was amended in a procedure before the Office, the statement
shall also contain or indicate all amendments.

(3) [Recording, Information to the Holder and Transmittal of Copies] The International Bureau shall
record any statement received under this Rule in the International Register, inform the holder
accordingly and, where the statement was communicated, or can be reproduced, in the form of a
specific document, transmit a copy of that document to the holder.



